
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 2231 J- 1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/681,196 



10/09/2003 



Georges Zagdoun 



22850 7590 04/07/2005 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



3633-544-999 



6000 



EXAMINER 



PIZIALI, ANDREW T 



ART UNIT 



PAPER NUMBER 



1771 

DATE MAILED: 04/07/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



Office Action Summary 


Application No. 

10/681,196 


Applicant(s) 

ZAGDOUN, GEORGES 


Examiner 
Andrew T Piziali 


Art Unit 
1771 





The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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Status 
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2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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5) D Claim(s) is/are allowed. 

6) KI Claim(s) 23-34 is/are rejected. 
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Application Papers 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 23-24, 26-30 and 32-34 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over USPN 4,198,667 to Lazzari et al. 
(hereinafter referred to as Lazzari). 

Regarding claims 23-24, 26-30 and 32-34, Lazzari discloses an article comprising a non- 
conductive substrate with at least one metal layer based on tungsten or molybdenum deposited 
directly thereon, and a copper or silver layer at least partially covering the tungsten or 
molybdenum layer and in direct contact with the tungsten and molybdenum layer (see entire 
document including column 5, lines 8-10, column 6, lines 17-24, and Figure 5). 

Regarding claims 23-24 and 26-28, Lazzari does not specifically mention the claimed 
deposition method, but Lazzari does disclose that the metal layer may be deposited by 
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vaporization or by sputtering (column 7, lines 6-11). Absent a showing to the contrary, it is the 
examiner's position that the article of the applied prior art is identical to or only slightly different 
than the claimed article. Even though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. In re Thorpe, 227 USPQ 964, 966 
(Fed. Cir. 1985). The burden has been shifted to the applicant to show obvious difference 
between the claimed product and the prior art product. In re Marosi, 218 USPQ 289 (Fed. Cir. 
1983). The applied prior art either anticipated or strongly suggested the claimed subject matter. 
It is noted that if the applicant intends to rely on Examples in the specification or in a submitted 
declaration to show non-obviousness, the applicant should clearly state how the Examples of the 
present invention are commensurate in scope with the claims and how the Comparative 
Examples are commensurate in scope with the applied prior art. 

Regarding claims 24 and 30, Lazzari discloses that the substrate may be glass (column 5, 
lines 8-10). 

Regarding claims 26 and 32, Lazzari discloses that the thickness of the tungsten or 
molybdenum layer may be between 30 nm and 500 nm (column 7, lines 6-11). 

Regarding claims 27 and 33, Lazzari discloses that the thickness of the copper or silver 
layer may be between 0.1 |im and 10 jam (column 7, lines 14-24). 

Regarding claims 28 and 34, Lazzari discloses that at least one of the layers may be 
etched or deposited in a discontinuous manner (column 6, line 30 through column 7, line 54). 
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4. Claims 23-24, 26-30 and 32-34 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over USPN 5,071,787 to Mori et al. 
(hereinafter referred to as Mori). 

Regarding claims 23-24, 26-30 and 32-34, Mori discloses an article comprising a non- 
conductive substrate with at least one metal layer based on tungsten or molybdenum deposited 
directly thereon, and a copper or silver layer at least partially covering the tungsten or 
molybdenum layer and in direct contact with the tungsten and molybdenum layer (see entire 
document including column 3, lines 58 through column 4, line 40, and the Figures). 

Regarding claims 23-24 and 26-28, Mori does not specifically mention the claimed 
deposition method, but Mori does disclose that the metal layer may be deposited by vaporization 
or by sputtering (column 4, lines 11-13). Absent a showing to the contrary, it is the examiner's 
position that the article of the applied prior art is identical to or only slightly different than the 
claimed article. The burden has been shifted to the applicant to show obvious difference between 
the claimed product and the prior art product. The applied prior art either anticipated or strongly 
suggested the claimed subject matter. 

Regarding claims 24 and 30, Mori discloses that the substrate may be glass (column 4, 
lines 4-7). 

Regarding claims 26 and 32, Mori discloses that the thickness of the tungsten or 
molybdenum layer may be between 30 nm and 500 nm (column 4, lines 7-19). 

Regarding claims 27 and 33, Mori discloses that the thickness of the copper or silver 
layer may be between 0.1 |im and 10 jam (column 4, lines 20-65). 
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Regarding claims 28 and 34, Mori discloses that at least one of the layers may be etched 
or deposited in a discontinuous manner (for example, a bump) (column 4, lines 4-65). 
5. Claims 23-24, 27, 29-30 and 33 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over USPN 5,489,372 to Hirano et al. 
(hereinafter referred to as Hirano). 

Regarding claims 23-24, 27, 29-30 and 33, Hirano discloses an article comprising a non- 
conductive substrate with at least one metal layer based on tungsten or molybdenum deposited 
directly thereon, and a copper or silver layer at least partially covering the tungsten or 
molybdenum layer and in direct contact with the tungsten and molybdenum layer (see entire 
document including column 3, lines 17-24). 

Regarding claims 23-24 and 27, Hirano does not specifically mention the claimed 
deposition method, but absent a showing to the contrary, it is the examiner's position that the 
article of the applied prior art is identical to or only slightly different than the claimed article. 
On page 5, of the current specification, the current applicant discloses that the metal layer may 
be deposited by a variety of methods. The burden has been shifted to the applicant to show 
obvious difference between the claimed product and the prior art product. The applied prior art 
either anticipated or strongly suggested the claimed subject matter. 

Regarding claims 24 and 30, Hirano discloses that the substrate may be glass (column 3, 
lines 17-24). 

Regarding claims 27 and 33, Hirano discloses that the thickness of the copper or silver 
layer may be between 0.1 |am and 10 jam (column 3, lines 17-24). 
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Claim Rejections - 35 (JSC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 25 and 3 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
4,198,667 to Lazzari as applied to claims 23-24, 26-30 and 32-34 above, and further in view of 
USPN 4,005,454 to Froloff et al. (hereinafter referred to as Froloff), USPN 6,047,876 to Smith, 
or USPN.6,23 1,693 to Lugscheider et al. (hereinafter referred to as Lugscheider). 

Lazzari discloses that a soft solder layer may at least partially cover the copper or silver 
layer, but Lazzari does not specifically mention the soft solder material composition. Froloff 
(column 2, lines 56-68), Smith (column 1, lines 41-54), and Lugscheider (column 1, lines 37-49) 
each disclose that it is known to use a soft solder composition containing at least one metal 
chosen from the group consisting of nickel, chromium, titanium, tantalum, niobium, palladium, 
and zirconium. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the soft solder from any suitable soft soldering material, as taught 
by Froloff, Smith, or Lugscheider, because it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended use. 

8. Claims 25 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,071,787 to Mori as applied to claims 23-24, 26-30 and 32-34 above, and further in view of 
USPN 4,386,987 to Covitch et al. (hereinafter referred to as Covitch) or USPN 5,091,765 to 
Yoshinaka et al. (hereinafter referred to as Yoshinaka). 
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Mori discloses that an electrode layer may at least partially cover the copper or silver 
layer, but Mori does not specifically mention the claimed metals. Covitch (column 4, lines 37- 
48) and Yoshinaka (column 3, lines 13-24) disclose that it is known to use an electrode 
containing at least one metal chosen from the group consisting of nickel, chromium, titanium, 
tantalum, niobium, palladium, and zirconium. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the electrode from any 
suitable electrode material, as taught by Covitch or Yoshinaka, because it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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